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Disposition of Claims 

4) ^ Clalm(s) 1.2.4.6 and 7 is/are pending in the application. 
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DETAILED ACTION 
Response to Arguments 
Applicant's arguments filed 4/27/09 have been fiiUy considered. Applicants have 
directed the Examiners attention again to working examples 1 and 2 and comparative examples 1 

and 2 of the instant specification in an attempt to show unexpected results. Specifically, 
Applicants argue that Hirose does not teach or suggest controlling both the hydrolyzable silyl 
group content and the molecular weight of the polyether. The Examiner would first like to 
mention that any conclusions made regarding any comparisons between working example 2 and 
comparative examples 1 and 2 cannot be relied upon because working example 2 employs a 
different amount of tackifier than what is used in the comparative examples (50 parts versus 80 
parts). It is well-known that adjusting the amount of tackifier would have an effect on the overall 
adhesive strength. 

Applicants rely on the working and comparative examples in the instant specification to 
show that polymers which have a hydrolyzable group content outside the claimed range (0.75 
and 0.8) give significantly poorer adhesive strength. Applicants also rely on the working 
examples to show that polymers having molecular weights below Applicants claimed range (M^ 
= 10,200) also show significantly poor adhesive strength. However, Applicants have not shown 
any examples which have a hydrolyzable group content which falls within the claimed range 
coupled with a polyether having a molecular weight which falls below the claimed range. In 
other words. Applicants have not compared the closest prior art of Hirose et al. (US Pat. 
4,463,1 15) to the instant invention. Specifically, there are no examples provided in the instant 
disclosure which have a molecular weight which is below the claimed range and which has the 
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claimed hydrolyzable silyl group content. In order to disqualify Hirose et al. as a prior art 
reference, Applicants would need to perform the following two experiments to show that the 
compositions of the instant invention afford unexpectedly better adhesive properties when 
compared to those compositions as taught by Hirose et al. : 

(1) Prepare a composition employing the silyl-terminated polyoxypropylene polymer of 
reference example 3 of Hirose et al. (molecular weight of 8,200 or thereabouts and having a 
silyl-group content of 0.55 or thereabouts) along with a tackifier and curing catalyst. 

(2) Prepare a composition employing a silyl-terminated polyoxypropylene according to 
the instant invention along with a tackifier and curing catalyst. 

The tackifier employed should be identical in each experiment and further they must be 
present in identical amounts with said amounts falling within the range of instant claim 1 . The 
curing catalyst employed should also be identical in each experiment and further they must be 
present in identical amounts. Finally, both samples should be cured under identical conditions 
and applied to the same substrates under the same conditions. Finally, any physical property 
measurements, such as adhesive strength, would need to be obtained in an identical fashion. 

Claim Objections 

Claim 7 is objected to because it is dependent on a canceled claim. Further, it does not 
appear that claim 7 could properly depend from any other claim without causing a duplicate 
claim waming. Specifically, if claim 7 were amended to be dependent from claim 1, then it 
would be a duplicate of instant claim 4. If claim 7 were amended to be dependent from claim 2, 
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then it would be a duplicate of instant claim 6. 
merits. 
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Therefore, claim 7 will not be treated on its 



Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hirose et 
al. (US Pat. 4,463,115). 

Claim 1 : Hirose et al. teaches a composition comprising (A) an oxyalkylene polymer 
having a molecular weight up to 30,000 (3:5-6) and contains a hydrolyzable silyl group in each 
molecule (1 :63-45), (B) a tackifier resin (3:21-29), and (C) a curing catalyst (3:47-62). 
Specifically, in regards to the ratio of equivalents of hydrolyzable silyl groups to the total amount 
of functional groups of the polymer precursor, reference example 3 of Hirose et al. shows a 
reaction of a polyoxypropylene diol with a silane-capping agent in such a manner as to yield a 
silyl-capped polypropylene ether having 55% of the end groups having silyl groups. Such an 
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amount satisfies the limitation that between 0.3 and 0.7 equivalents of hydro lyzable silyl groups 
are present relative to the total amount of functional groups in the oxyalkylene polymer. While 
the overlap in the molecular weight range taught by Hirose et al. and the molecular weight range 
which is claimed is not sufficient to warrant a case of anticipation, Hirose et al. nevertheless 
renders obvious the limitations of instant claim 1 . A prior art reference may be relied upon for 
all that it teaches, including non-preferred embodiments. So while Hirose et al. does not 
explicitly teach any polymers having molecular weights which satisfy the limitations of instant 
claim 1, the teachings in the specification render obvious to a person having ordinary skill in the 
art polymers having a molecular weight of up to 30,000, which falls in the range of 20,000 to 
50,000 of instant claim 1 . The motivation to employ polymers having a molecular weight range 
which satisfies part of the range of instant claim 1 is rooted in the teaching of Hirose et al. 
Hirose et al. further teaches that the tackifier is present in amounts of from 10 to 140 parts by 
weight per 100 parts by weight of the polyether, which substantially overlaps the range of instant 
claim 1 (3:21-29). 

Claim 4: Hirose et al. further teaches that the hydrolyzable group in the hydro lyzable 
silyl-group containing polymer (A) is represented by the formula (I) of instant claims 4 and 7 
(2:20). 

Claims 2 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hirose et 
al. (US Pat. 4,463,1 15) as applied to claim 1 above, and fiirther in view of Ueda et al. 
(WO03/35755). For convenience, the English-language equivalent, US Pat. 7,144,953 will be 
relied upon. 
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Hirose et al. renders obvious the composition of instant claim 1, as described above. 
Hirose et al. further teaches that the tackifier is present from 10 to 140 parts by weight based on 
100 parts by weight of polyether component (A) of instant claim 5 (3:21-29). Hirose et al. 
further teaches that the hydrolyzable group in the hydrolyzable silyl-group containing polymer 
(A) is represented by the formula (I) of instant claim 6 (2:20). Hirose et al. does not explicitly 
teach that the polydispersity of the polyether component (A) be no more than 1.6. However, 
Ueda et al. does teach employing silyl-terminated polyethers having polydispersities of less than 
1.6 (3:60-65). Hirose et al. and Ueda et al. are combinable because they are from the same field 
of endeavor, namely, curable compositions comprising silyl-terminated polyethers. At the time 
of the invention, a person having ordinary skill in the art would have found it obvious to employ 
silyl-terminated polyethers having polydispersities less than 1.6, as taught by Ueda et al., into the 
compositions of Hirose et al. The skilled artisan would have been motivated to do so because 
Ueda et al. teaches that employment of polyethers having narrow polydispersities (i.e., less than 
1 .6) yields lower viscosity solutions which are easier to work with than those polyethers having 
higher polydispersities (3:65-4:3). Hirose et al. teaches pressure sensitive adhesives having little 
to no solvent (1 :34-38). Hence, it would be beneficial, in the absence of solvents, to employ 
lower viscosity polyethers for better workability. 

Conclusion 

THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Loewe whose telephone number is (571)270-3298. The 
examiner can normally be reached on Monday through Friday from 5:30 AM to 3:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor. Randy Gulakowski can be reached on (571) 272-1302. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/R. L./ 

Examiner, Art Unit 1796 
29-Apr-09 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



